REMARKS 

Claims 1-9 remain pending in the present application. Claims 1, 2 and 6-9 have 
been amended. Basis for the amendments can be found throughout the specification, 
drawings and claims as originally filed. 

REJECTION UNDER 35 U.S.C. §112, SECOND PARAGRAPH 

The Examiner has rejected Claims 1-9 under 35 U.S.C. §112, second paragraph, 
alleging them to indefinite for failing to particularly point and distinctly claim the subject 
matter which Applicant regards as the invention. 

Applicant has amended several of the claims in an attempt to overcome the 
Examiner's §112 rejection. In light of the amendments. Applicant believes the claims to 
overcome the Examiner's §112 rejection and respectfully request withdrawal of the 
same. 

CLAIM REJECTION UNDER 35 U.S.C. §1 02(b) 

The Examiner has rejected Claim 1 under 35 U.S.C. 102(b) alleging it to be 
anticipated by Silvernail (U.S. Patent No. 5,257,729). 

Claim 1 has been amended. Claim 1 further defines the pocket portion to 
provide immediate removal and insertion of the portable wireless instrument into and 
out of the pocket. Also, a vibration transmitting member has a first portion projecting 
into the pocket portion to contact the portable wireless instrument and a second portion 
projecting outside of the rear of the portion of the pocket so that the second portion of 
the vibration transmitting member contacts an arm of a wearer. Also, vibration of the 
portable wireless instrument is transmitted to the arm of the wearer of the portable 
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wireless instrument from the first portion to the second portion of the vibration 
transmitting member. 

The Silvernail reference relied on by the Examiner fails to anticipate Applicant's 
invention. Silvernail fails to illustrate a vibration transmitting member with a first portion 
in the pocket to contact a portable wireless instrument and a second portion outside to 
contact the wearer. Also, Silvernail fails to show vibration being transmitted from the 
first portion to the second portion. 

The Examiner alleges that Silvernail has such a member (32) arranged on the 
rear of the pocket portion of the member. The Examiner indicates that the member (32) 
contacts the holder and arm of the wearer. Applicant's claims define the vibration 
transmitting member to contact the portable wireless instrument and the arm of the 
user. It is clear in Silvernail that the member (32), a rivet, does not remotely touch the 
measuring tape 30 as illustrated in Fig. 3. The rivet 32 is spaced from and is not in 
contact with the measuring tape. Further, the Silvernail reference in column 2, line 65 
through column 3, line 2 indicates that the Silvernail patent is for tape measures or other 
tools such as chalk lines, tape dispensers or other materials that roll or unroll. Clearly, 
the Silvernail reference is not designed to carry any type of portable wireless 
instrument. 

The Court of Appeals for the Federal Circuit in In re Soada . 15 USPQ2d 1655 
(CAFC 1990) outlines the test for anticipation. The test requires, as a first step, that all 
elements of the claimed invention be described in a single reference. Further, the 
reference must describe Applicant's claimed invention sufficiently to have placed a 
person of ordinary skill in the field of the invention in possession of it. Here, the 
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Silvernail reference fails on both accounts. Silvernail does not include the items as 
mentioned above. Further, Silvernail fails to place one skilled in the art of cellular phone 
holders in possession of Applicant's claimed device. At best, Silvernail illustrates a 
carrier for dispensing devices that roll or unroll. 

Further, the Examiner states that there is no structure in Silvernail that would 
prohibit such functional intended use. Clearly, this is not the case. As clearly illustrated 
in Figure 3, the tape measure is prohibited from contacting the rivets 32 since it contacts 
the sides of the pouch 15 to retain it in position. The spacing is always present since In 
the design of the Silvernail device, the sides position the tape measure so that it is 
unable to contact the front and rear portions of the pouch. Accordingly, by placing a 
cellular phone into the Silvernail device, the cellular phone would be prohibited from 
contacting the rivets, as suggested by the Examiner, as illustrated in Fig. 3. 

Accordingly, Applicant believes Claim 1 , as well as Claims 2-9 to be patentably 
distinct over the art cited by the Examiner. 

The Examiner has rejected Claims 1-4, 6 and 9 under 35 U.S.C. §1 02(b) alleging 
them to be anticipated by Chiu (U.S. Patent No. 5,327,886). 

The Chiu reference illustrates a vibrator. The vibrator includes a housing 1 which 
encases the Examiner's element D. The encasement of the element D does not enable 
immediate removal and insertion of the portable wireless instrument into and out of a 
pocket. 

Also, as mentioned above, the Chiu reference fails to meet the standards of the 
two part anticipation test outlined in Spada . Chiu fails to include the elements of 
Applicant's invention. Further, the Chiu vibrator fails to place one skilled in the art of 
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wireless instrument jiolder, such as cellular phones, in possession of the present 
disclosure. 

Accordingly, Applicant believes Claim 1 to be patentably distinct over the art cited 
by the Examiner. Likewise, Claims 2-9, which depend from Claim 1, are patentably 
distinct over the art cited by the Examiner. 

CLAIM REJECTIONS UNDER 35 U.S.C. §103 

The Examiner alleges Claim 5 is unpatentable under 35 U.S.C. §1 03(a) as being 
unpatentable over Chiu in view of Taylor (U.S. Patent No. 3,710,784). Also, the 
Examiner alleges that Claims 7-9 are unpatentable over Silvernail. 

With respect to Claim 5, the Taylor reference fails to overcome the shortcomings 
of the Chiu reference. Taylor, like Chiu, relates to a massaging vibrating device. Taylor 
fails to disclose or suggest any type of device for enabling immediate removal and 
insertion of the vibrating transmitting member. Accordingly, the Examiner's combination 
fails to disclose or suggest Applicant's invention. 

With respect to Claims 7-9, as mentioned above, the Silvernail reference fails to 
disclose or suggest Applicant's invention. Silvernail neither discloses nor suggests 
wave shielding, antibacterial or antistatic functions. The Examiner's Official Notice is 
seriously flawed. No where does Silvernail remotely disclose or suggest shielding, 
antibacterial or antistatic functions. Only through the Examiner's hindsight 
reconstruction and naked assertions does the Examiner conclude that Silvernail would 
render Applicant's invention obvious. In fact, Silvernail teaches away from the device 
contacting the rivets as suggested by the Examiner as illustrated in Fig. 3. Accordingly, 
Silvernail fails to disclose or suggest Applicant's invention. 
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In light of the above amendments and remarks, Applicants submit that all 
pending claims are In condition for allowance. Accordingly, Applicants respectfully 
request the Examiner to pass the case to issue at his earliest possible convenience. 
Should the Examiner have any questions regarding the present application, he should 
not hesitate to contact the undersigned at (248) 641-1600. 



HARNESS, DICKEY & PIERCE, P.L.C. 

P.O. Box 828 

Bloomfield Hills, Ml 48303 

(248)641-1600 

Date: March 29, 2006 
WRDT/lkj 

Attorney Docket No. 6340-000040 




W.R. Duke Taylor/ 

Reg. No. 31,306 ( , 

Attomey for Applicants 
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